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"1 . That applicant's trademark VITAGEN is
confusingly similar to the trademark VITA owned by
opposer which is used in respect of 'vegetable-
based meat extender, and soya-based food products,
specially beverage soya drinks, and not abandoned,
as to be likely, when applied to or used with the
goods of the applicant, 'milk and other dairy
products', to cause confusion or mistake or to
deceive purchasers thereof .

2 . That the registration of VITAGEN in the
name of Malaysia Dairy Industries Private, Limited
will cause great and irreparable injury and damage
to opposer within the meaning of Section 8 of
Republic Act No . 166, as amended . "

To support its Opposition, the Opposer relied on the
following facts :

"a) Opposer is the owner of the trade-
mark VITA and has obtained regis-
tration of the same in the Principal
Register of the Philippine Patent
Office with Certificate of Regis-
tration No . 31168 issued October 1,
1982 ;

b) Opposer has adopted and extensively
used the said trademark in the
Philippines ;

a) As a result of long, continuous and
extensive use by Opposer, the trade-
mark VITA has become well known in
the Philippines and has been identi-
fied with the goods and business of
the Opposer in the mind of the pur-
chasing public here, such that the
use of any other trademark which is
identical thereto is likely to con-
fuse the purchasing public ;

d) The trademark applied for by
Malaysia Dairy Industries Private,
Limited consists of the word
VITAGEN, is likely to be confused by
the purchasing public as a trademark
belonging to or associated with the

.♦ .

;s'

s~~
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goods and/;or ~busin®ss • of the Opp -q-

Pursuant to ex~. st i:n~
;, ~ , .,,

g :pr,oced~r.eg,- a Notice- to Answer, wa ssent. . to Messrs .. Sigui orr Reyna ; Mont•eci 1Lo . and Ongscounsel .as • well as rea.ident -a-gen-t- af . Respondqnt--Appi,f•cant ..,,
On November 2, 1084, Respondent-Applicant filed i•t .s° An;swer.
denying specifically all the allegations in the Oppositionexc.ept• . that which refe.rs6;, t-p -the exi,ztencE. of ;~ts ~;pai-cat•ion f.or.• registration .b:earing •, .Sezial NO -3~7p4 : .an:d,,tth.efact -c,f_- Publication of -the same on .-Fe.4.e ;40:, No . 8; yojusme80-„ Pebruary . 20 1984: i,s,,s kie of the► Offic .ia i

• ", . ° s. , ' 1 f; . y .. -,' • •• 9

, , • . ~; ~ .~~;• way. : of affirmative and specia:l~ deferis~s ; .~tespon.det~~t- .Apploicant alleqed furthqr, z:p it,s„,Answer the following • . . . ,

"3 . It- incorporates by reference th e
for+egoing averments inspfa .r as , t-he, sam .s . are.,Wkrtinent . and mat•erial her;e~.~,,, ,. . . . . . _ r : . .

4f a °~to.~iP..r.r•~~s~ valid lega l

.f . s

. . . y, • J .

ca11S@ o,f. ^.., , aat•ion, .againgt resp=oncie~n#,: applicent. ,., .•._. ,, . . . ~, ,
. _ ~ . .

. ~ • ~,'J : : ._ " ~ . .. t . _ , . t5 . Opposer is not 1.}.c•ensed, to, :do bu.ei-ness in the Philippines and, consequently, it•_ ha.s•- no legal oap,acity., o'r' personality to , insti- ;,,, ;
much less prosecute, the, i.n&tant-N#,ijc e

_ . . . , ti•.
~ . L . . . . ,. • , .

6 . Respondent -applicant has adopte,d_
and ha s been using the trademark `VI'TAGEN'for milk and . . other . -,dafry - . ~ product-s-, in . -goodfaith .

I ; I

, 7 . Conformably with, the princip.le, of r t ;
estoppel and/or estoppel,,:Qpposer : can raot now _ .~ ;~oquestion, . 'the . use as - w.e-i~, .~as, the .o~~nership, by . .• .•• :. ;,
respondent-applicant . of :,. . ,the tra.demark :,,~. •. ., -
' YITAGEN' for milk and other dairy products a,' • .ti , ~

Th.e .No.tic .e-of 4ppositi on i .s- fatallydefect.iye as - it fails - ; .to . co~r►piy with the,. . ~ .:requir•em,ents a:of=- Section: & of Republic Act No-,, ..166., as amenq}ed .

E' 1 r9 . Respondent-Applicant has compliedwi..tb- all-the . requirements of Republic Act No .166, as ' amen'ded
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Issues having been joined, the case was set for pre-
trial conference on December 'il, 1984, on which date coun-
sel for Respondent-Applicant, due to conflict of interest,
filed his written withdrawal of appearance which was later
made of record, per Order No . 85-017 . As a consequence,

the scheduled pre-trial conference was postponed to Januar y

25, 1985 .

Records will show that after several postponements due
to the absence of a representative or counsel of Respondent-
Applicant, this Office sent a Notice of Pre-Trial Confe-
rence dated April 23, 1985 resetting for the last time the
pre-trial conference to May 30, 1985, with a warning-that
should Respondent-Applicant fail to retain the services of
a counsel by the next scheduled hearing, it shall be dec-

lared as in default .

Records will further show that for failure of Respon-
dent-Applicant or its counsel to appear during the hearing
of May 30, 1985, this Office, after proper motion by
Opposer, not only declared Respondent-Applicant as in
default but also set the date (July 11, 1985)

through Orderex-parte presentation of evidence by Opposer ,

No . 85-187 dated June 11, 1985 .

On the ex-parte hearing for the reception of Opposer's
evidence, counsel for Opposer presented both testimonial as
well as documentary evidences . Said counsel presented

Atty . Mabini L . Antonio and Mr
. Jose Maria Sy Mendoza as

his witnesses .

The first witness testified, among others, that :

1 . He has been connected with Filipro, Inc
.

as Assistant Vice-President for Corporate Affairs
since December, 1971 and responsible for ; among

others, overseeing the protection of industrial
property rights of the company related to business

operations ;

2 . Filipro, Inc . is the manufacturer and
distributor of food products carrying the trade-
mark NESTLE", "MILO", ."VITA", "MAGGI" and other
products known locally and in many parts of the
world ;

3 . Filipro, Inc . is the licensee in the
Philippines of the Opposer particularly with

IV

I
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respect to the manufacture of the products above•-
fieYltioned ;

. . , , . . . • • , . • , .
4 . The trademark "VITA" .'hits, been .. duly registeret3 in- . the -Thi3 ippines as t-evidenoed by a regf s-

t.ration Gertificate - . .(marked. ,,as Exh.s ; "A '," ., ►,A-1., .,~~A~2 11 A_8t and . ~~A_4,, ~ ,. . .. . . . . . • .
. •

5 . Part of his duties is to see to it that
~' .' .the company' s trademarks are net° infringed, upon .:by. . : .ctormpe-~ltors . . : ; irt,• .food ".manufactur .ing and? .distrit~..

but i on .; 'and 1 • . . ,; •. .• . . 'tt•^ , . .. ', .

6 . Someti.me in, 1984 they . came aq'rct4e1 -..Apublication in :-• the . Official .a:Gazette• of the .•trade-
mark . 'aPpli.cati,ori : for "ViTAGEN!!`°cover•i•ng tho same
class t. , of' goods as :thatlcevexed-by their trademark
"VITA" . (Tsn . .-; pp'•-°3=10, July ill 19.85 )•• Y~, ; .• .

On the other hand, the second witness testified, among
others, that : .

1 . • . .. -
. - _' . e c- . . , • . ~ . , -- . . . I .. .

. . -' . .~ . . , (

• 1'~ d He has '--b•een -c c5nneot ed witth ' Fil ipr :o ; Inc .as .:,Brand Manager for` :miYk, products Js1nCe= 3.978 up
tS the present-and responsibie -for, • amon .br' others,
coordinating and .supervising the producta;ori ; • adver-
tising, costing and distribution of various milk
products 'such as Bear' Bra,hd, ;.'Vita and,,:many .
others, as well ,,~'s.,th~ sale and. inarke'ting of the
same ; . . . ~

.2•.- The, tra•d4maxk "IV:ITA" tuas• £irst . .used in
the -Pftili,ppines . _can :October'25, 1979, : as . , evidenced
by several sales slips covering the sale of
products bearing . the trademark "VITA" . ; (marke~ : .~asExh ,s •t .

and "B=4` ' )• ; ., .- :
, . ,

3 . Products•~bearifig- the ,tradeniark !'VITA" are
actually= -sold in the Philippines ; as evid®nced by
'bale-s ' inVoices . ftom ; 19$0••''all the - way-, .to 1985(marked `e.s -Exhs : "B-5"', A'B-611~ !;B-7,a.B-gF 1.PIE g~~ ~ I"B-10'j . "I$_11" and . 9B-12~)

. . . . , e. . . . , . -,, . .- •
.4 The amount. . of ',-sales • generated by the

products -.b'ea~•ing-- the :-' :trademark• . s"VITA' ► • fromOetob.er, 1979. -,to end • wf" . June! 1985 is •approxi-
mstely. thirty-five million pesovs .(PB6 S 000,00Q .00) ;and ,
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S . Products bearing the trademark "VITA"
were promoted or advertized by Filipro, Inc .

through media efforts, which include print (Exhs .

11C 11 , "C-i" and "C-3"), television and radio adver-
tisements and non-media efforts, which include

posters (Exhs . "C-2" and "C-4"), leaflets and

others (Ton ., pp. 12-22, July 11, 1985) .

The two (2) witnesses having testified, Opposer
formally offered the following exhibits as evidence which,
thereafter, were admitted as evidence by this Office :

Exhibits
Certificate of Registration No . 31168 for the
trademark "VITA" to show the said trademark
has been registered with the Philippine
Patent Office and that the same is still in
full force and effect .

Exhibits „ B„ „B_ 1„ „B-2„ „B- „ and 4_--

Sales'slips or invoices covering the s ale o f

the product bearing the trademark "VITA", all
dated October 25, 1979 to show that said
trademark has been in actual use in the
Philippines since October 25, 1979 .

Exhibits "B-51s . "B-6" "B-7" "B-8 61 "B-9" .
1%_1011, 11B-1 and "B-12" -

Sample invoices covering the sale of the
products bearing the trademark "VITA" to show
that said trademark has been in use and still
being used and marketed in the Philippines .

Exhibits "C" "C-1" and
Promotional materials showing the products
bearing the trademark "VITA" as used on soya-
based food products, soya-based beverage
drinks, either solely or in combination with
other dairy product, particularly chocolate
and milk to show that the Opposer, through
its local licensee, has spent considerable
amounts in establishing the goodwill of the
product bearing the trademark "VITA" and that
these products bearing the trademark "VITA"
have, been identified and associated by the
purchasing public. With the products of the

Opposer .

X

4.
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Exhibi,t " C-5." -
S'ample product ' of Cho6olato Milk arid soya
Health 1)ririlc ►̀ ', beaxing the trademark "VITA" ~in

under " the ~rovi -ai on ~ of °.Section 4` (d) of ].~epu3i'l io Act No,-

its' paek'age . form to sh'ow that' said trader~ark
is also used on products `c.ont.aining "a cdm`bi-
natiori of sdya' arid ' ot`her dairy 'based drinks', '

To 'augment its position, Opposer filed through counsel
its Memorandum on August 15', 1985, after 'which the case was
deemed submitted for decision ,. . ,. . ., r

The crux. of the iriafa rit' c 6ntr4versx. is wheth '$r- or not

16fi, as amended, th~: e a11'oWa.~Ice' of R~sponc~eri~t`-App1'icant' s
application for regi's,traY i'on of 'the' t~aderria`rk "V'ITAGEN"used on milk and other :d'airli'produots is ~prbh~.liited

' e . . . . . . . . . p . ~~ .

Before touch'ing Yide`'i'ssue, -t h'is Office ~'coha i"ders it

Opposer is the regi1 st'er'~ci ,own~sr' di the' ~t,rad'
p
~rnarif"I'VITA" in,

approximately tf► irty=~re 'Mill'ion peso-'s '

wherein approximately hty~" tw million'' . ,

nec-es g arx to bring to the fore the undisuted fact that

the Pr. ificipal Rsgister, as "evidenced"by Cer'tf 3f 'icate of
gsration No tert 3116B ~; sued '6n •Oct ober `19W(E:xhs .

"A", $'A-1", "A-2" and "A-311) and th'e.t. Opposer'~h'as"adopted.
,,,and ; extensively . used the- trademark "VITA" in :commerce in

tli'e Phil'ippines sin~e Oot'ab~~ '25, 1979 up to the present
tExhs, ,,8,~ ~4$-1lf' io` '*IS=12"~y'? : w3th' s~ales amdunting.' t o

eso's from" OCt'obe~ ; 11979
t-0 `June 1985 (T'sn'., p . 18": Ju1y '11 ; 198'5) ,

Lxkewise,,, this Office considers it necessary to stress
that 'the trademark "VIT'A" has• been . the' subject of extensive '
advert'iqg and sales ~r'iii~not'idn through -media and ri'cir~-~edi a
campaigns since OcttiY~'e~` '1979 Up 'to the 'en•d of Jurle'''1985

po sos 'werq spent
tsn : , pp . 18-22 , July . ~.l ,. ; I~85)

oana that tYie ssai.d rnark has b4c't3me we11' known Jn the markat
~.'as ihicating ;the ; wotir'c,e Of -Opposers 4Gy`a-base(i food

product's and soya-bas`ed %eve.rage drinks .. . . . ... • , . • ° r . . . • . . . . r ..J , ' .

Y2etrac'ing back `to ` the i'ssue, 'this Office quotes -he're- '
under, for appropri'at'e '`erilpha.sis ; Sectiori''4(d)' of Re`ublic
Aot' No 6'6; a,s amended ; t b wit . z. .. , . . ' . . . . . ., . . O ' . , . , . . .. ' ' . 1 'te n . . ,

"SEC :' 4 . ' Re~i'str'ati'on of t'rade-marks , 3'tra e$ -`
nam es ' and' `service- 'arks tr~e c x . .al r.e s~ r"y

There is hereby eitablishet3 a register of t'~a
marks, trade-name and seirvice marks which shall ]ie'
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known as the principal register . The owner of a

trademark, trade-name or service-mark used to
distinguish his goods, business or services from
the goods, business or services of others shall
have the right to register the same on the
principal register, .unless it :

x

(d) Consists of or comprises a mark or trade-
name which so resembles a mark or trade-name regis-
tered in the Philippines or a mark or tradename
previously used in the Philippines by another and
not abandoned, as to be likely, when applied to or
used in connection with the goods, business or
services of the applicant, to cause confusion or
mistake or to deceive purchasers ; x x x "

From the afore-quoted provision, one could glean that
the determination of the issue in the case at bar, would
depend much on the degree of similarity of the contending
trademarks "VITA" and "VITAGEN" .

On the basis of evaluation of the records and evidence
and of the logical and reasonable inferences drawn from it,
this Office finds that the Respondent-Applicant's trademark
"VITAGEN" is confusingly similar to Opposer's trademark

"VITA" .

It must be stated that in considering the degree of
similarity between the two marks, the key inquiry is not
similarity per se but rather whether a similarity exists
which is likely to cause confusion . (See Exxon Corp . vs .

Xpil Energy 634, 641-42 (S . 15. N.Y . 1981 .) This must be

applied from the perspective of the prospective purcha-

sers . Thus, it must be determined whether the impression
which the infringing mark makes upon the consumer is such
that he is likely to believe the product is from the same
source as the one he knows under the trademark . And, with

respect to purchasers, the factual test applied in determi-
ning likelihood of confusion is not that of a careful and
discriminating purchaser, but that of an ordinary and
casual buyer, or perhaps even ignorant, inexperienced, and
gullible purchaser (Marquis Who's who, 'Inc . vs . North

American Advertising Associates, Inc . [DC DistCol), 194

USPQ 441) .

.h
.

«I!
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Tuirnin-g, . .
.to i,n~volved .~nere, a :similar-i~Y , and some di f ferenc,e•s„ a-r.e,• read~1 a. a•rent.; The

similarity between the' marks is that, bo.th• em lo paten
t

y the word"VITA" , On the other hand, the most glaring differenceb,etween .them is • that .i . •obe .,.• the , 3.ett ers G , E•and N ar e.r . . a.dcied, to the. "VITA.'.' •: Another differen:r-e,• albeit` slight , styiQ af • letter,~.rg :.used,° as• ~ showri in the p i
s

labels .and. . . in, Resp~nd,ent•-A~pplicant .'s,drawa
.n s ~'Poser's

•••. t•he, • a~sPZ .~. .~at~~.:on, ~ 9' Catta~~,h.ed to
~ a~:• :rega~~t~rat~.,on? :. . - It is -pertinent . . andmaterial to state at this point that-tince .-:the Respondent-Applicant's application foe registration to based on a

.for•eign regx4tration . ' -(Repub.iiq • . .of • Singapore) •, the•. submis- .^• . . ;sion. . . . •of : labels - is-, . , .up.der, thee •exi:sting• • p,raci.ice, . : notrequired. ; Hence,, in,' .the :instant~• cas•e3 the Office- is nota-f.f•o.x•ded- the oppor.tuni#V , to -~ -•ex.amin-e . .;the• labels :on • which .,: . Respcsbdent-Appl~cant' s traderrtark "V .1 TAGEN'' , is reflected . •
This . Off.jae, i n .spite .4.of tthe c~ited dif fer'ences, did..•notgive great signf,f .icanc~°~to=••~hem, • . ;•.Differen:ces ~r, variationsin the details of one trademark and of another are not th e; l egally • . accepted . tests ., o.f•• determining whether- a trademarkiv c on f us ingly. . :s i.mil ar• to ° ;anotrh er ;

~.f• two. -trademarks . int'rrnges . the -other,- consideration.. sh-ould,~ . given~•, to . . th•e. . imp.ressiom-, ~ created- by each .,mark=as awhole, not as diss8eted, ThScs - i.s .becaus e the .--consumingpublic not expected to analyze or to dissect respective. marka•; c•areful•iy . •• M•or-eoveas,, !,as what is well se-ttled in• £orei gn -,jurisprudence, - . . tahe , add•itio • -of a hoiise mark :, : trade~name .-or -other 'matter to .- a t -erm- whic, in • the-_ab -sence+so -f - •the• added... matter, would be the same' as . or •-i conFusYngly s.imatlart- o .- another , mark is gen-erakly• not :suff,zci ent - to:-•p-r•e•o lludec•onfus ion,. . in , trade .• . It must-.be • noted._.that -had . the-4-ottersand .` .N been omitted in - the tra d-emark• ; "NITAGEN', then,• obviQ:usl.y. ; Respondent-App licant would:1 " bq: using th -e. trade-ma.rk: . "VITA,' ~ . . . ., •, . ~•.._ . • . .. . _ r .: _ . . . .
, . .. •- •. : ~ .~. . . ., . .On-- this . matter, the Supremeo.Court in-, a• number b£` eases(Forbes-Munn & Co . . : vs,., Ang ;San To, 40• Phil . : 272 jF 275r CoTion•g Sa• vs, Director-, ofti .Pat.en+_s ; 95 Phil ., - 1 .;• 4-; Etepha vs .Director :- of. Pa'texxts ;• G .R . No .. L•*206, 351, March ••3L ;, 1 966 ;. . and : • P.hi 1 . Nut :. Industry 'vs . Standard -Brands, lnv, . .,• 65 SCRA`575, 579), applied the :dominant •feature . standard 'wherein itpr•pnounced that-the quest3ora• .o.f infr.ingement of a-trademark,is .:.to- be determined by the• iest of domznancy . similarity.. in : . .,size ; form - ;. and . color, t . .whiie°.arelevant, is not conclu-sive v , .•,. If the °.competing~•.'trademartc- contains the xuaiti oressential, ; or., : dominant .,features- of another-~ and cohfusion
and deception is likely to' resu3t, infringement takes
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place
. Duplication or imitation is not necessary, nor is

it necessary that the infringing label should suggest an

effort to imitate .

This rule has its basis in experience . As noted in the

case of Co Tiona S_a vs Tiirector of ~atents , the average

or ordinary customer or buyer retains in his mind only the

dominant characteristics
or features or central idea in

what he buys and forgets the attendant decorations, flou-

rishes and variations .

In the case at bar . this Office cannot close its eyes

to the great possibility that, due to the
Yttheltrad®mark

tions and advertisements of the Opposer

, '!VITA"is already impressed in the mind of the consumers .

Also, this Office could not disregard the reasonable pbssi-

bility
that, in case Respondent-Applicant is allowed to use

the trademark "VITAGEN" on its goods . the word "VITA" may

become the dominant feature of the mark.

it is, thus, logical to surmise that an ordinary pur-

chaser who has been influenced by the advertisements of the

Opposer may, upon seeing the Respondent-Applicant's goods .

be misled or be mistaken to believe that said goods are

associated or originated from the Opposer .

Of course. there is no question that the respective
products of the parties herein are not exactly the same

.

Respondent-Applicant's trademark "YITAGEN" is used on milk

and other ' dairy products belonging to Class 29, while

Opposer's trademark "VITA" is used on soya-based food

products, soya-based beverage drinks and
vegetable based

meat extender belonging to Classes 29 and 32 (Exh . "A-2") .

However, as aptly hold in a case, for the purpose of deter-
mining the likelihood of source confusion of trademarks,
the goods need not be identical, or even competitive

. it

being sufficient that they are so related and/or
conditions

surrounding their
marketing are such that taey are likely

to be encountered in the market place by the same relevant
purchasers ano, because of the relatedness of the goods and

the marks' similarities, would believe,-mistakenly,
they share a common source or are associated with the same

producer (In re Epic System Corporation, 228 USPQ 213,

216) . With this in mind, this Oifice considers the fact
that while the products of the contending parties are not

identical, they are certainly related and competitive .

Attention should be directed not only to the fact that some

't

+. iT
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. .. .. a ~ ,,. a a.of Responetent-*A 1i~ant•, '~'P ~ s . g9 oa~ 11el 0z1gV.J- ; -tne same c :assa-fi+cntion as chat'• to, wnr~~h t~,ea ►~lap~~er ;s goods • :~e?on butalso to the business pLact ip cr ,t :ha tdisplayed in heazt h drinks are oftent.h,~ .~ .~,am~.:. . . .~•ect~.ni1 ~of ,a., st.~~•~• or supermarket .in fact,. . as ,su.£fi,ciently/, estab jrshed,, the Opposer s goodsand ' that of the RespondentAp -pla.ca.nt are both directedtowarq the same' health 'drink market, marketed y hrouqh thesamre ceastribu.tfon craanaie l s, and advertised * th ;r .o,~Aqh : t )~8-:•sca Memed Ra :. ' , . . ¢ ':i • ; .a_ . ' . : . .
- . .

. "' S, 'p,~ • .

-3y . ~ar~cl • "-~,argew•~h~,s ; ~ffir.e concludes that the allowanceof Ftesponde.nt-Appl icantr  s application for registrati,or, o ft he . k r.adema,rk' "VTMOENI--, xo uld b e violative of Sect ion 4 (d)ofr•Fta;>uJbiU ct,A6 t_ 46.6, as. antendea., * hereinbef.ore quoted .

+r+l~~: ?ah~3u s ion. - ;y i•i n . d+s added suppory from the~ fact thatRespondent=-Applicant c onstantly ' failed to appear during thescheduled hearings of this c 4 se, which ultimately led thisOf f.l. c-e tb Cie~~ are:, ~t: aN in 4efault, Such failures-may beconstrued as an. indication of the loss of interest on thepart -of,- . RESp,onAeht--Appli cant, to proseCut,e . 'application f or regristrati on .' ,
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WHEREFORE, _
. -.- -__ , , ,- .u_ . . , . . .>4. .,, . . . . . .,. . . .,

all the foregoing premises considered . th e
Opposition filed by Opposer, Nostle Food Products, Inc, is ,

.as it is hereby, GRA~iT~; : 1dpc'orai.ngjy . R-e'spondent-ApA1i~-
cant'$ application for registration (bearing Serial No .39704)' filed on October. 15, 1979 for the registration ofthe: tt.ademarxk- 11=VZ TAGENt ., 6n. : milk -,and; ,,o+,her . :+~iairy.pr odvctt.V .iLis-a %as it zzV h~,r:eby .,G4 :kEr7E~~EDa r .

$ • . ,. , .J . . . . , , . 4~' oJ . 1•"• .;~i• .,j'y .

he ~, r ^' __ • :~, .~• > >.r:• e, y ,
eCpra•sa of: trArrsmitted; to h-TratiRmar~k; v ;E~xami~nin-cr, ~ ~for proper . .act i .on pazr~.s,pant, tothis Decision . . . . 7r° . ., . . :~ - s ~•° . ,

(S£"sD . ) CESAR c . SANDIEGO
.• ,.•- . -A~.rQCtor: . .•
•,• -. ,
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